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DETAILED ACTION 
Claim Rejections - 35 USC §101 

1. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

2. Claims 15-20 are rejected under 35 U.S.C. 101 because the claimed invention is directed 
to non-statutory subject matter. Claims 15-20 although written to include a computer readable 
medium, however for a logic, i.e., computer program, to be statutory subject is must be claimed 
as a computer program stored on a computer readable medium as set forth in page 52 of the 
Interim Guidelines, thus without such the claims are non-statutory in nature. 



Double Patenting 

3. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. A nonstatutory obviousness-type double patenting rejection 
is appropriate where the conflicting claims are not identical, but at least one examined 
application claim is not patentably distinct from the reference claim(s) because the examined 
application claim is either anticipated by, or would have been obvious over, the reference 
claim(s). See, e.g., In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re 
Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re LongU 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re 
Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) may 
be used to overcome an actual or provisional rejection based on a nonstatutory double patenting 
ground provided the conflicting application or patent either is shown to be commonly owned 
with this application, or claims an invention made as a result of activities undertaken within the 
scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 
3.73(b). 
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4. Claims 1-21 are provisionally rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claims 1-21 of copending application No. 
10/807,589. Although the conflicting claims are not identical, they are not patentably distinct 
from each other because both are claiming a similar subject matter. 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 



The following is an example for comparing claim 1 of this application and claim 1 of 
copending application 10/807,589. 



claim 1 of this application 


claim 1 of copending application 10/807589 


a motion controlled handheld device 
comprising: 


a motion controlled handheld device 
comprising: 


a display having a viewable surface and 
operable to generate an image; 


a display having a viewable surface and 
operable to generate an image; 


a gesture database maintaining a plurality of 
predefined gestures, each gesture defined by a 
motion of the device with respect to a first 
position of the device; 


a gesture database maintaining a plurality of 
gestures, each gesture defined by a motion of 
the device with respect to a first position of 
the device; 


an application having a plurality of 
predefined commands; 


a plurality of applications each having a 
plurality of predefined commands; 
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a motion detection module operable to detect 
motion of the handheld device within three 
dimensions and to identify components of the 
motion in relation to the viewable surface; 


a motion detection module operable to detect 
motion of the handheld device within three 
dimensions and to identify components of the 
motion in relation to the viewable surface; 


a user interface operable to receive user input 
associating selected ones of the gestures with 
corresponding ones of the commands; 




a gesture mapping database comprising a 
command map for the application, the 
command map comprising mappings of the 
selected gestures to the corresponding 
commands as indicated by the user input; 


a gesture mapping database comprising a 
plurality of command maps, each of the 
command maps corresponding to a particular 
one of the applications and mapping each of 
the predefined commands to one of the 
gestures; 



a control module operable to load the 


a control module operable to load one of the 


application, to track movement of the 


applications, to select one of the command 


handheld device using the motion detection 


maps corresponding to the loaded application, 


module, to compare the tracked movement 


to track movement of the handheld device 


against the gestures to determine a matching 


using the motion detection module, to 


one of the gestures, to identify, using the 


compare the tracked movement against the 


command map, the command mapped to the 


gestures to determine a matching gesture, to 



Application/Control Number: 10/807,560 
Art Unit: 2629 



Page 5 



matching gesture, and to perform the 


identify, using the selected command map, 


identified command using the application. 


the predefined command mapped to the 




matching gesture, and to perform the 




identified command using the loaded 




application. 



As can be seen above, claim 1 of the copending application does not have a user interface, 
however, it would have been obvious to realize claim 1 of the copending application having a 
user interface since this permits the user to gesture with the device to input commands or data. 

5. Claims 1-21 are provisionally rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claims 1-21 of copending application No. 
10/807,572. Although the conflicting claims are not identical, they are not patentably distinct 
from each other because both are claiming a similar subject matter. 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 



The following is an example for comparing claim 1 of this application and claim 1 of 
copending application 10/807,572. 



claim 1 of this application 


claim 1 of copending application 10/807,572 


a motion controlled handheld device 
comprising: 


a motion controlled handheld device 
comprising: 
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a display having a viewable surface and 
operable to generate an image; 


a display having a viewable surface and 
operable to generate an image; 


a gesture database maintaining a plurality of 
predefined gestures, each gesture defined by a 
motion of the device with respect to a first 
position of the device; 


a gesture database maintaining a plurality of 
gestures, each gesture defined by a motion of 
the device with respect to a first position of 
the device, the gestures comprising symbol 
gestures each corresponding to a character 
from a preexisting character set; 


an application having a plurality of 
predefined commands; 


an application database maintaining at least 
one application; 


a motion detection module operable to detect 
motion of the handheld device within three 
dimensions and to identify components of the 
motion in relation to the viewable surface; 


a motion detection module operable to detect 
motion of the handheld device within three 
dimensions and to identify components of the 
motion in relation to the viewable surface; 


a user interface operable to receive user input 
associating selected ones of the gestures with 
corresponding ones of the commands; 




a gesture mapping database comprising a 
command map for the application, the 
command map comprising mappings of the 


a gesture mapping database comprising a 
gesture input map for the application, the 
gesture input map comprising mappings of 
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selected gestures to the corresponding 


the system gestures to corresponding inputs 


commands as indicated by the user input; 


for the application; 



a control module operable to load the 


a control module operable to load the 


application, to track movement of the 


application, to track movement of the 


handheld device using the motion detection 


handheld device using the motion detection 


module, to compare the tracked movement 


module, to compare the tracked movement 


against the gestures to determine a matching 


against the symbol gestures to identify a 


one of the gestures, to identify, using the 


matching symbol gesture, to identify, using 


command map, the command mapped to the 


the gesture input map, the corresponding 


matching gesture, and to perform the 


input mapped to the matching symbol 


identified command using the application. 


gesture, and to provide the corresponding 




input to the application. 



As can be seen above, claim 1 of the copending application does not have a user interface, 
however, it would have been obvious to realize claim 1 of the copending application having a 
user interface since this permits the user to gesture with the device to input commands or data. 

Claim Rejections - 35 USC § 102 
6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shaU be entitled to a patent unless - 
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(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

7. Claims 1-3, 7-10, 14-17, 20, 21 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Mosttov (WO 03/001340). 

As to claims 1,21, Mosttov discloses a motion controlled handheld device (Fig. 1) 
comprising: 

a display having a viewable surface and operable to generate an image; 

a gesture database (the gesture recognition system 15 in Fig. 2) maintaining a plurality of 
predefined gestures, each gesture defined by a motion of the device with respect to a first 
position of the device (see page 6, lines 22-28; page 7, line 29 to page 8, line 2); 

an application (28 in Fig. 2) having a plurality of predefined commands (page 8, lines 8- 

16); 

a motion detection module (sensors 12 in Fig. 2) operable to detect motion of the 
handheld device within three dimensions and to identify components of the motion in relation to 
the viewable surface (page 7, lines 16-25); 

a user interface operable to receive user input associating selected ones of the gestures 
with corresponding ones of the commands (page 6, lines 26-28); 

a gesture mapping database (24 in Fig. 2) comprising a command map for the application 
(page 8, lines 17-23), the command map comprising mappings of the selected gestures to the 
corresponding commands as indicated by the user input (page 8, lines 24-28); and 

a control module (Fig. 2) operable to load the application, to track movement of the 
handheld device using the motion detection module (12), to compare the tracked movement 
against the gestures to determine a matching one of the gestures, to identify, using the command 
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map, the command mapped to the matching gesture, and to perform the identified command 
using the application (see page 7, line 26 to page 8, line 34 for example). 

As to claim 2, Fig. 2-4 of Mosttov teaches the user input identifies a particular one of the 
gestures and a plurality of predefined commands; the command map further comprises a 
mapping of the identified gesture to the identified plurality of the predefined commands; and a 
control module is operable, in response to the matching gesture being the particular one of the 
gestures, to perform each of the plurality of the predefined commands (page 7, line 26 to page 8, 
line 34). 

As to claim 3, Mosttov teaches the application has a first application state and a second 
application state, the command map for the application, in response to a same gesture, maps a 
first predefined commands in the first application state and a second predefined command in the 
second application state (page 8, lines 8-12). 

As to claim 7, Fig. 5 of Mosttov teaches the device comprising three accelerometers (40) 
for detecting acceleration along three axis, the gesture database, the motion detection module and 
the control module as claimed. 

Claims 8-10, 14-17, 20, which are method claims corresponding to the above apparatus 
claims 1-3, 7, are rejected for the same reasons as stated above since such method "steps" are 
clearly read on by the corresponding "means". 

8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Regina Liang whose telephone number is (571) 272-7693. The 
examiner can normally be reached on Monday-Friday from 8AM to 5:00PM. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Richard Hjerpe, can be reached on (571) 272-7691. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

Regina Liang 
Primary Examiner 
Art Unit 2674 



10/25/06 



